
United States Patent and Trademark Office 



DEPARTMENT OF COMMERCE 
United States Patent and Trademark Officcf 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



10/674.697 



21874 



09/30/2003 



Robert K. Ban- 



I ATTORNEY DOCKET NO. | CONFIRMATION NO. 



7590 11/17/2004 

EDWARDS & ANGELL, LLP 
P.O. BOX 55874 
BOSTON, MA 02205 



51384 



4570 



r: 



EXAMINER 



ASHTON, ROSEMARY E 



ART UNIT 



PAPER NUMBER 



1752 

DATE MAILED: 11/17/2004 



Please find below and/or attached an Office conHnunication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

10/674.697 



Examiner 

Rosemary E. Ashton 



Applicant(s) 

BARR ETAL 



Art Unit 

1752 



, '^*-'o':?Miciiy c. Msnion \ fbZ 

Period for' Re^ "'"'^ °' "''^ communication appe ars on the cover sheet with the correspondence address ~ " 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHrS^ FROM 
THE MAILING DATE OF THIS COMMUNICATION ' '=^^"^^ ^ MONTH(S) FROM 

earned patent term adjusS^ even if timely filed, mayreducelny - 

Status 

1 M Responsive to communication{s) filed on 27 October 2004 
2a)D This action is FINAL. 2b)Kl This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1. 453 o.G. 213. 
Disposition of Claims 

4) IS1 Claim(s) 1-17 is/are pending in the application 

4a) Of the above claim(s) 

5) n Claim(s) is/are allowed 



is/are withdrawn from consideration. 



6)13 Claim(s) 1.5.6.8-10.12-1^ f>r^H Y7icfaro r^jf^f-trfi 
/)□ Claim(s) 2-4.7.11 and lfi is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 M-1 ^"""'^"'r'' ' ^"^^ to. See 37 CFR 1 121(d) 

1 1 )U The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 19(aWd) or (f) 
a)UM b)n Some *c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No 

3. a Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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6) □ Other: . 



Office Action Summary 



Part of Paper No./Mail Date 20041 1 14 



Application/Control Number: 1 0/674,697 Pgg^ g 

Art Unit: 1752 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
Stites °" """'^ ^^^^ *° '^^^^ °^ application for patent in the United 

2. Claims 1 .5 are rejected under 35 U.S.C. 1 02(b) as being anticipated by DE 431 8083, published 
5/11/94. 

As shown in the Derwent abstract the patent teaches hydrophilic photoinitiator which is a 
benzophenone derivative joined to a hydrophilic group such as OH. NH2, COOH. COOAk as shown in 
fomiula II on page 3. 

3. Claims 1,5.6,8-10.12-15.17 rejected under 35 U.S.C. 102(b) as being anticipated by McKeever 
U.S. patent no. 6.180.319. 

McKeever teaches a photoresist composition comprising a photoinitiator of an bis-imidazole 
compound having a hydrophilic group such as TCDM-HABI. 2.2'.5-tris-(o-chlorophenyl)-4-(3.4- 
dimethoxyphenyl)-4',5'-diphenyl-1.r-biimida2ole, abbreviated as TCDM-HABI". The composition may 
have a plasticizer and is coated on a substrate, exposed and developed. 

Allowable Subject Matter 

4. Claims 2-4.7,1 1,16 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

5. The following is a statement of reasons for the indication of allowable subject matter: The prior 
art does not teach the carrier is a monomer, polymer, plasticizer or surfactant or the functional groups in 
claims 7,11 and 16. 
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6. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Rosemary E. Ashton whose telephone number is 571-272-1326. The examiner works a 
part-time work schedule and can normally be reached M-F between 1 1:30 am - 5:30 pm. 

If multiple attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cynthia Kelly can be reached at 571-272-1526. 

The fax phone number for the organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status infomiation for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direr.t ... ptn 

Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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